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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on November 1, 2005 has been entered. 

Response to Amendment 

1 . In response to the compliant amendment received November 14, 2005: 

a. Claims 1-13 are pending; 

b. The prior art rejection of record is withdrawn since it is further 
considered that the controller 18 of Thomas et al. does not function in the 
manner required in claim 1. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 1-3 and 6-13 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the use of supercapacitors, 
ultracapacitors or double layer capacitors, does not reasonably provide 
enablement for all capacitors. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
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make the invention commensurate in scope with these claims. It appears that the 
invention is disclosed with the incorporation of more specific supercapacitors, 
ultracapacitors or double layer capacitors and not all capacitors as the claim 
encompasses. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2 and 4-13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

It is unclear how complimentary charge and discharge between a 
capacitor and primary battery is achieved when primary batteries are not 
rechargeable batteries. Thus the mode of complimentary charging of the battery 
by the capacitor is not understood. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering 

patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 

the subject matter of the various claims was commonly owned at the time any 

inventions covered therein were made absent any evidence to the contrary. 

Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 

and invention dates of each claim that was not commonly owned at the time a 

later invention was made in order for the examiner to consider the applicability of 

35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 

U.S.C. 103(a). 

5. Claims 1-3 and 6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thomas et al, of record, in view of JP 02-273036 (JP '036). 

Thomas et al. disclose an energy storage system which includes a first 
power source, which may be a 13 are battery, particularly a zinc-air battery or a 
lithium polymer battery. (See column 2, lines 23-27.) The system further includes 
a second power source within the same housing. The second power source may 
be a capacitor. (See Fig. 3 and column 4 lines 37-65.) Electronic circuitry 
connected to the two power sources is adapted to condition the output of the two 
power sources. (See column 3, lines 12-22.) The circuitry is considered to control 
complementary charge and complementary discharge between the battery 
element and the capacitor element. With regards to claim 6, both the capacitor 
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and the battery disclosed by Thomas et al. may be the same, for example, 
alkaline. (See column 2, lines 36 and 52.). 

Thomas fails to teach or suggest a controller which functions in the 
manner recited in claim 1 . 

JP '036 discloses providing a big capacity capacitor 2, capable of 
accumulating more amount of energy than a secondary battery 1 , is connected in 
parallel to the secondary battery 1 through a reverse current precluding diode 4 
and a current limiting circuit 5, connected in parallel to the diode 4, while the 
terminals of the capacitor 2 are utilized as external terminals. The current limiting 
circuit 5 limits a current higher than a charging current determined in the 
specification of the secondary battery 1 . Both terminals of the capacitor 2 are 
connected to an external power source to charge the capacitor with a big current 
while the Zener diode of a monitor circuit 3 is put ON when the voltage of the 
Zener diode 31 has arrived at the Zener voltage thereof whereby a voltage is 
generated in the diode 32 and charging is stopped. Subsequently, the secondary 
battery 1 is charged with a current, limited by the current limiting circuit 5 based 
on the specification of the secondary battery and conducted through the 
capacitor 2. According to this method, the overcharging of the secondary battery 
may be prevented even if the big current charging of a short time is effected and 
the long life of the battery may be kept (abstract). 

The motivation for using the arrangement of JP '036 is that it provides an 
arrangement which permits internal charging of the battery via the big capacitor 
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while also providing protection circuitry to the device to prevent overcharging of 
the battery. 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to modify the teachings of Thomas et 
al. by using the arrangement of JP '036 since it would have provided an 
arrangement which permitted internal charging of the battery via the big capacitor 
while also having provided protection circuitry to the device to prevent 
overcharging of the battery. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-3 and 6 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

7. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thomas et al. in view of JP '036 as applied to claim 1 above and further in 
view of Lian et al., US Patent 5,563,765, of record. 

The teachings of claim 1 have been discussed above and are 
incorporated herein. 

The differences between claims 4 and 5 and Thomas et al. are that 
Thomas et al. does not disclose the particular capacitors of claims 4 and 5. 

However it is noted that JP '036 teaches of using "big capacitors" to 
provide for recharging of the battery provided in the hybrid power source 
(abstract). Thus the combination of Thomas et al. in view JP '036 provides 
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reasonable motivation towards using big capacitors, e.g. supercapacitors, 
ultracapacitors or double-layer capacitors. 

Lian et al. disclose capacitors having a charge 2 See column 5, lines 37- 
45.) The capacitors were tested using a density of 0.2 F/cm . 31% KOH 
electrolyte. (See column 4, lines 4-9.) Because of the relatively high charge 
density of the capacitors disclosed by Lian et al., one of ordinary skill in the art 
would consider these to be "super capacitors". 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to modify the teachings of Thomas et 
al. in view of JP '036 to have employed the supercapacitor of Lian et al, since it 
would have provided a big capacitor which accumulated more amount of energy 
than a secondary battery so that the capacitor can effectively charge the battery. 

It would have been obvious to one of ordinary skill in the art to use the 
super capacitors suggested by Lian et al. in the energy storage system disclosed 
by Thomas et al. in view of JP '036 since it would have provided a powerful 
capacitor which accumulated more amount of energy than a secondary battery 
so that the capacitor can effectively charge the battery. 

Response to Arguments 
8. Applicant's arguments with respect to claims 4 and 5 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 
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9. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thomas et al. in view JP '036 and further in view of Narang et al., US Patent 
5,548,055, of record. 

The teachings of claim 1 have been discussed above and are 
incorporated herein. 

The differences between claims 7 and 8 and Thomas et al. are that 
Thomas et al. does not disclose of capacitors with polymer electrolyte or organic 
solvent in the electrolyte. 

Narang et al. disclose electrolytes useable with super capacitors. (Column 

10, lines 28-33.) The electrolytes contain siloxane and polyvinylidene fluoride 
polymers and plasticizer. (See Fig. 1.) The plasticizer may be lower alkyl 
carbonates, which would include diethyl and dimethyl carbonates. (See column 
20, lines 50-53.) The electrolytes are taught as providing high ambient 
temperature ionic conductivity and excellent physical and mechanical 
attributes. (Column 5, lines 1-7.) 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to modify the teachings of Thomas et 
al. in view of JP '036 to use the electrolyte disclosed by Narang et al. in both the 
capacitor and battery of the Thomas et al. invention in order to achieve high ionic 
conductivity and good mechanical properties. 

Response to Arguments 

Applicant's arguments with respect to claims 7 and 8 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC § 103 

10. Claims 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thomas et al, of record in view of JP '036 as applied to claim 1 , and further 
in view of U.S. Patent No. 6,074,775 (Garstein). 

Thomas et al. disclose applicants 1 invention essentially as claimed, with 
the exception that Thomas et al. do not specifically disclose the specifics of 
charge and discharge control recited in applicant's claims. However, Thomas et 
al. disclose a variety of power output conditioning circuitry is possible in their 
system. (See column 3, lines 11-22.) Such elements being shown throughout 
Garstein. Thus, one of ordinary skill in the art would appreciate the power 
conditioning circuitry disclosed by Thomas et al. would include the systems as 
claimed by applicants in instant claims 9-13. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gregg Cantelmo whose telephone number is 
(571) 272-1283. The examiner can normally be reached on Monday to Thursday 
from 9 a.m. to 6 p.m. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Pat Ryan, can be reached on (571) 
272-1292. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. FAXES received after 4 p.m. will not be 
processed until the following business day. Information regarding the status of 
an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained 
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from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 




